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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 07 March 2007 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) |EI Claim(s) 1-22 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) |EI Claim(s) 1-22 are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1-12, 17-22, drawn to a granular substance. 
Group II, claim(s) 13-16, drawn to a magnetic thin film. 

The inventions listed as Groups I & II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: There is a priori lack 
of unity between Group I (a granular substance) & Group II (a magnetic thin film)as they 
do not have any common technical feature. The substance could be used in something 
other than a magnetic thin film such as a magnetic wire. 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
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requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 The 
examiner has required restriction between product and process claims. Where applicant 
elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the 
limitations of the allowable product claim will be considered for rejoinder. AN claims 
directed to a nonelected process invention must require all the limitations of an 
allowable product claim for that process invention to be rejoined. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
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the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

During a telephone conversation with Cliff Keyner on 1/2/08 a provisional election 
was made without traverse to prosecute the invention of Group I, claims 1-12, 17-22. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 13-16 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 3, 5, 6, 7, 17, 18, 19 & 20 rejected under 35 U.S.C. 102(b) as being 
anticipated by Kikitsu et al. US 6,602,620. 



As to Claim 1 & 17, Kikitsu et al. '620 discloses a ferromagnetic metal particles 
(Col. 9, 10 Line 46-67, 1-4 respectively) granular substance with average grain diameter 
of 10 to 30 nm (Col. 2, Line 36-39), block copolymer volume ratio of 30 percent or less 
(Col. 18, Line 44-54) which would be within applicants range. 

As to Claim 2 & 19, Kikitsu et al. '620 Discloses the use of Fe, Co, and Ni (Col. 9, 
10 Line 46-67, 1-4 respectively). 

As to Claim 3, Kikitsu et al. '620 discloses the use of Fe-Co (Col. 9, 10 Line 46- 
67, 1-4 respectively) & (Col. 25, Line 26-38). 

As to Claim 5, Kikitsu et al. '620 discloses the importance of particle spacing (see 
figures 21 & 22) exchange coupling (Col. 15, 16, Line 59-67, 1-59 respectively). 
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As to Claim 6 & 20, Kikitsu et al. '620 discloses the use of an organic polymer 
(Teflon ® )(Col. 10, Line 5-23) with a granular magnetic substance (Col. 9, 10 Line 46- 
67, 1-4 respectively). 

As to Claim 7, Kikitsu et al. '620 block copolymer volume ratio of 30 percent or 
less (Col. 18, Line 44-54) which examiner interprets as being in the range of 5 to 40 
percent. 

As to Claim 18, Kikitsu et al. '620 discloses a preferred ratio of particle sizes (see 
figure 32) resulting in a thickness of 10 to 25 nm (Col. 25, Line 1-2). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kikitsu 



et al. '620 in view of Doushita et al. US 6,641 ,891 
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As to Claim 4, Kikitsu et al. '620 discloses Fe-Co alloys but does not disclose the 
atomic percentage of Fe and Co being in the range of 10 to 50 percent. However, 
Doushita et al. '891 discloses the desirability of a Fe-Co alloy having Cobalt in the 
range of 0 to 40 atomic percent (Col. 5, Line 36-57) in order to enhance the magnetic 
anisotropy. It would have been obvious to one skilled in the art to have a ferromagnetic 
powder with an atomic percentage of Cobalt in the range of zero to 50 percent as a 
desirable method of enhancing magnetic properties (Col. 5, Line 36-57) as taught by 
Doushita et al. '891. 

Claim Rejections - 35 USC § 102/35 USC § 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kikitsu et al. '620 in view of 
Sano etal. US 6,262,867 
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As to Claim 8, 9, 10, Kikitsu et al. '620 does not disclose complex permeability 
however, this feature would be inherent as both applicant and Kikitsu disclose magnetic 
materials Fe-Co-Ni and a polymeric material (Col. 5, Line 39-50). It has been held that 
where claimed and prior art products are identical or substantially identical, or are 
produced by identical or substantially identical processes, the burden of proof is shifted 
to applicant to show that prior art products do not necessarily or inherently possess 
characteristics of claimed products where the rejection is based on inherency under 35 
USC §1 02 or on prima facie obviousness under 35 USC §1 03, jointly or alternatively. In 
re Best, Bolton, and Shaw, 195 USPQ 430. (CCPA 1977). 

Alternatively, Sano et al. US 6,262,867 teaches an Fe-Co-Ni alloys having 
relative and complex permeability that is based on head efficiency to induce magnetic 
flux (Col. 7, Line 1-31) (see figure16-19) and can be adjusted by changing the elemental 
concentrations in order to optimize overwriting. It would be obvious to one skilled in the 
art to adjust the permeability in order to optimize overwriting and to achieve high 
performance in magnetic recording as taught by Sano et al. '867. 

As to Claim 21 & 22, Kikitsu et al. '620 discloses a fluorocarbon (Teflon ® )(Col. 
10, Line 5-23) similar to applicant that would inherently have a similar resistivity and 
complex permeability, saturation magnetization as claimed. It has been held that 
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where claimed and prior art products are identical or substantially identical, or are 
produced by identical or substantially identical processes, the burden of proof is shifted 
to applicant to show that prior art products do not necessarily or inherently possess 
characteristics of claimed products where the rejection is based on inherency under 35 
USC §1 02 or on prima facie obviousness under 35 USC §1 03, jointly or alternatively. In 
re Best, Bolton, and Shaw, 195 USPQ 430. (CCPA 1977). 

Alternatively, Sano et al. '867 discloses that by changing the Ni content in a Ni- 
Fe film having a saturation magnetization of 1 .5 T (1 5kG) will result in a change in the 
specific resistivity (Col. 6, Line 3-9). It would have been obvious to one skilled in the art 
to manipulate the Nickel content to control the saturation magnetization and resistivity 
as taught by Sano et al. '867. 

Column and line numbers are provided for convenience. However, the entire 
reference should be considered. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GARY D. HARRIS whose telephone number is 
(571)272-6508. The examiner can normally be reached on 8AM - 5PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Keith D. Hendricks can be reached on 571-272-1401 . The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Holly Rickman/ 

Primary Examiner, Art Unit 1794 
For Gary Harris 



